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APPEAL BRIEF 

MS Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 
Sir: 

As required under § 41 .37(a), this brief is filed more than two months after the Notice of 
Appeal filed in this case on December 1 1, 2006, and is in furtherance of said Notice of Appeal. 



The fees required under § 41.20(b)(2) are dealt with in the accompanying 
TRANSMITTAL OF APPEAL BRIEF. 



This brief contains items under the following headings as required by 37 C.F.R. § 41.37 
andM.P.E.P. § 1206: 
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II 

III. 

IV. 

V. 
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VII. 
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Art Unit: 2621 
Examiner: J. A. Fletcher 
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Appendix A Claims 
Appendix B Evidence 
Appendix C Related Proceedings 

I. REAL PARTY IN INTEREST 

The real party in interest for this appeal is: 

Mitsubishi Denki Kabushiki Kaisha 

II. RELATED APPEALS, INTERFERENCES, AND JUDICIAL PROCEEDINGS 

There are no other appeals, interferences, or judicial proceedings which will directly 
affect or be directly affected by or have a bearing on the Board's decision in this appeal. 

III. STATUS OF CLAIMS 

A. Total Number of Claims in Application 
There are 9 claims pending in the present application. 

B. Current Status of Claims 

1. Claims canceled: 1-2, 6, and 12 

2. Claims withdrawn from consideration but not canceled: None 

3. Claims pending: 3-5, 7-1 1 and 13 

4. Claims allowed: None 

5. Claims rejected: 3-5, 7-11 and 13 

C. Claims On Appeal 

The claims on appeal are claims 3-5, 7-11 and 13. 
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IV. STATUS OF AMENDMENTS 

Applicant did not file an Amendment After Final Rejection in response to the currently 
outstanding Final Action. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Independent claim 1 is directed to a program recording/reproducing apparatus, to which 

streaming signals of which a plurality of program signals are time-division-multiplexed based on 
an MPEG2-TS are inputted, for demultiplexing predetermined coded program signals out of the 
streaming signals and recording these program signals. [See page 15, lines 15-24 and Figs, 1 and 
2 of the specification] The apparatus includes, inter alia, an extracting unit that extracts program 
packets of the predetermined coded program signals from the streaming signals [see page 9, lines 
4-19 and Figs, 1 and 2 of the specification]; a recording unit that records the respective program 
packets and a discarded packet count corresponding to the number of packets discarded between 
two consecutively recorded program packets [see page 10, line 16 to page 11, line 6 and Figs, 1 
and 2 of the specification]; a reading unit that reads the coded program signals out of said 
recording unit [see page 11, lines 7-11 and Figs, 1 and 2 of the specification]; and a speed 
converting unit that outputs the coded program signals read out by said reading unit after 
inserting null packets corresponding to the discarded packet count in between the two 
consecutive program packets [see page 11, lines 9-13 and Figs, 1 and 2 of the specification]. In 
addition, the recording unit records one control packet structured in the same format as the 
program packet as substituted for discarded packet, thereby recording a discarded packet count 
of the packets discarded between two consecutive program packets. [ See page 1 1 line 6, page 15 
lines 15-24, and Figs. 1 and 2 of the specification.] 
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Independent claim 8 is directed to a program recording/reproducing apparatus, to which 
streaming signals of which a plurality of program signals are time-division-multiplexed based on 
an MPEG2-TS are inputted, for demultiplexing predetermined coded program signals out of the 
streaming signals and recording these program signals. [See page 18, line 22 to page 20, line 8 
and Figs. 5 and 6 of the specification] The apparatus includes, inter alia, an extracting unit that 
extracts program packets of the predetermined coded program signals from the streaming signals 
[see page 18 line 24 to page 19 line 9 and Figs. 5 and 6 of the specification]; a recording unit that 
records the respective program packets and a discarded packet count corresponding to the 
number of packets discarded between two consecutively recorded program packets[see page 17 
line 5 to page 18 line 8 and Figs. 5 and 6 of the specification]; a reading unit that reads the coded 
program signals out of said recording unit [see page 17 line 5 to page 18 line 7 and Figs. 5 and 6 
of the specification]; and a speed converting unit that outputs the coded program signals read out 
by said reading unit after inserting null packets corresponding to the discarded packet count in 
between the two consecutive program packets [see page 17 line 5 to page 18 line 7 and Figs. 5 
and 6 of the specification]. In addition, the recording unit records a stream management packet 
as a first recording packet of the predetermined coded program signal. [See page 28, lines 4-9 
and Figs. 5 and 6 of the specification.] 

Independent claim 1 1 is directed to a method of recording and reproducing predetermined 
program signal packets that have been time-division-multiplexed with a plurality of other 
program signal packets into a streaming multiplexed signal. [See page 14 line 18 to page 15 line 
8 and Fig. 2 of the specification.] Thee method includes, inter alia, extracting the predetermined 
program signal packets from the streaming signal [see page 15, lines 1-3 and Fig. 2 of the 
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specification]; discarding other program signal packets in the streaming signal; recording the 
extracted predetermined program signal packets and a count of the number of discarded packets 
between each extracted packet on a recording media[see page 15, lines 3-5 and Fig. 2 of the 
specification]; reading the predetermined program signal packets and the discarded packet count 
from the recording media; generating null packets corresponding to the discarded packet 
count[see page 15, lines 5-8 and Fig. 2 of the specification]; and outputting the predetermined 
program signal packets after inserting the generated null packets corresponding to the discarded 
packet count between nonconsecutive program signal packets[see page 15, lines 1-8 and Fig. 2 of 
the specification]. In addition, the discarded packet count is recorded in a control packet 
structured in the same format as a program packet. [See page 15, lines 1-8 and Fig. 2 of the 
specification.] 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

A. Claims 3, 4, 7, 8, 10, 11 and 13 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by U.S. Patent No. 5,648,960 to Sakazaki et al. ("Sakazaki"). 

B. Claim 5 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Sakazaki. 

C. Claim 9 is rejected under 35 U.S.C. §103(a) as being unpatentable over Sakazaki, 
further in view of MPEG-2 by Watkinson ("Watkinson"). 

VII. ARGUMENT 

A. Claims 3, 4, 7, 8, 10, 1 1, and 13 are not anticipated by Sakazaki because Sakazaki fails 
to disclose each and every claimed element. 
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In order to support a rejection under 35 U.S. C. § 102, the cited reference must teach each 
and every claimed element. In the present case, claims 3, 4, 6, 7, and 10-13 are not anticipated 
by Sakazaki for at least the reason that Sakazaki fails to disclose each and every claimed element 
as discussed below. 

Independent claim 3 defines a program recording/reproducing apparatus for 
demultiplexing predetermined coded program signals out of streaming signals and recording 
these program signals. The apparatus includes, inter alia, a recording unit that records the 
respective program packets and a discarded packet count corresponding to the number of packets 
discarded between two consecutively recorded program packets, wherein the recording unit 
records one control packet structured in the same format as the program packet as a substitute for 
a discarded packet, thereby recording a discarded packet count of the packets discarded between 
two consecutive program packets. 

Sakazaki discloses a recording/reproducing apparatus for a data packet stream that 
includes a data combiner 4 that combines extracted data and information relating to the number 
of deleted packets. For example, if the input is an MPEG-2 transport data stream, the data 
combiner reconstructs the transport data stream by assigning two of the extracted data packets to 
five recorded data packets of a 6mm digital video tape recorder (VTR) and uses the residual 
bytes within the sync block to transmit the number of deleted blocks. (See column 4, lines 50-62 
of Sakazaki.) Although Sakazaki may disclose recording information relating to the number of 
deleted packets, nowhere in Sakazaki is there any disclosure of recording a control packet which 
includes the discarded packet count in the same format as the program packet as claimed. 
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In response to this argument, the Examiner asserts "although Sakazaki et al do not 
explicitly disclose the format of the discarded packet count control packet, there is no reason to 
believe they created a special form for those packets, in light of a lack of disclosure, suggestion, 
or teaching to that effect." Accordingly, it appears that the Examiner is asserting that Sakazaki 
inherently discloses recording the information relating to the number of deleted packets in a 
control packet which is structured in the same format as the program packet. This assertion is 
unfounded for the following reasons. 

First, Sakazaki does not explicitly disclose the format of the discarded packet count 
control packet because Sakazaki does not disclose storing the discarded packet count in a control 
packet Second, it does not necessarily flow from the disclosure of Sakazaki that the discaroded 
packet count would be recorded in a control packet, much less a control packet structured in the 
same format as the program packet. To the contrary, Sakazaki explicitly discloses that the 
discarded packet count is stored in the excess bytes created by storing 2 extracted data packets as 
five sync blocks of a 6mm digital VTR. (See column 4, lines 59-61 of Sakazaki.) Accordingly, 
despite the Examiner's assertion Sakazaki does explicitly disclose the format of the discarded 
packet count in as much as it is stored a byte information. 

In addition, the Examiner assert that any disclosure of "packetized digital bits" is 
equivalent to the format of a "program packet" as claimed. Appellants respectfully disagree. 

Independent claim 3 clearly recites extracting program packets from an MPEG2 transport 
stream. One skilled in the art would readily appreciate that for digital data to conform to the 
structure of an MPEG2 program packet, more than merely packetizing digital bits is required. In 
other words, MPEG2 program packets have a standardized structure. 
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Independent claim 11 defines a method of recording and reproducing predetermined 
program signal packets from streaming multiplexed signals. The method includes, inter alia, 
recording the extracted predetermined program signal packets and a count of the number of 
discarded packets between each extracted packet on a recording media, wherein the discarded 
packet count is recorded in a control packet structured in the same format as a program product. 
Accordingly, independent claim 1 1 is not anticipated by Sakazaki for at least the reason that 
Sakazaki fails to disclose recording the discarded packet count in a control packet structured in 
the same format as a program packet. (See discussed above with respect to claim 1 .) 
Independent claim 8 defines a program recording/reproducing apparatus, to which streaming 
signals of which a plurality of program signals are time-division-multiplexed based on an 
MPEG2-TS are inputted, for demultiplexing predetermined coded program signals out of the 
streaming signals and recording these program signals. The apparatus includes, inter alia, a 
recording unit that records the respective program packets and a discarded packet count 
corresponding to the number of packets discarded between two consecutively recorded program 
packets, and a stream management packet as a first recording packet of the predetermined coded 
program signal. Nowhere in Sakazaki is there any disclosure of a recording unit that records a 
stream management packet as a first recording packet of the predetermined coded program signal 
as claimed. 

Claims 4, 7, 10, and 13 variously depend from independent claims 1 and 11. Therefore, 
claims 4, 7, 10, and 13 are patentable over Sakazaki for at least those reasons presented above 
with respect to claims 1 and 11. Accordingly, Applicants respectfully request reconsideration 
and withdrawal of the rejection of claims 3, 4, 7, 8, 10, 11, and 13 under 35 U.S.C. § 102(b). 
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B. Claim 5 is patentable over Sakazaki because the Examiner fails to establish a prima 
facie case of obviousness. 

In order to support a rejection under 35 U.S.C. § 103, the Examiner must establish a 
prima facie case of obviousness. To establish a prima facie of obviousness, three criteria must 
be met. First, there must be some motivation to modify the cited reference. Second, there must 
be a reasonable expectation of success. Finally, the combination must teach each and every 
claimed element. In the present case, claim 5 is not rendered unpatentable in view of Sakazaki 
because the Examiner fails to establish a prima facie case of obviousness as discussed below. 

In rejecting claim 5, the Examiner takes Official Notice that detecting the speed of an 
input signal for recording and reproduction purposes by means of time management information 
is notoriously well known. Therefore, the Examiner asserts that it would have been obvious to 
modify the system of Sakazaki "in order to specify using time management information from the 
input data stream to determine an output data rate." These assertions are unfounded for the 
following reasons. 

First, assuming, arguendo, that detecting the speed of an input signal by means of time 
management information is notoriously well known as asserted by the Examiner, the mere fact 
that individual elements were individually known in the art is not sufficient to establish a prima 
facie case of obviousness without some objective reason to combine/modify the cited reference. 
See § 2143.01 of the MPEP. Furthermore, nowhere in Sakazaki is there any disclosure or 
suggestion of detecting the speed of the input signal by means of time management information. 
To the contrary, Sakazaki discloses generating an output rate of the output data stream which is 
the same of the transmission rate, but detecting the data interval between packets of the same 
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type. See Column 4, lines 33-35 of Sakazaki. Therefore, the mere fact that detecting the speed 
of an input signal by means of time management information may be known in the art is not 
sufficient in and of itself to render claim 5 unpatentable over Sakazaki. Accordingly, absent 
some objective reason to modify the teachings of Sakazaki to include the use of time 
management information as claimed, the rejection of claim 5 is improper. 

Furthermore, even if, arguendo, one skilled in the art were motivated to modify Sakazaki 
as suggested by the Examiner, the modification would still fail to render claim 5 unpatentable 
because the combination fails to disclose each and every claimed element. More specifically, 
nowhere in Sakazaki is there any disclosure or suggestion of recording the discarded packet 
count in a control packet as recited in claim 1, from which claim 5 depends. 

C. Claim 9 is patentable over the combination of Sakazaki and Watkinson because the 
Examiner fails to establish a prima facie case of obviousness. 

Again, in order to support a rejection under 35 U.S.C. § 103, the Examiner must establish 
a prima facie case of obviousness. In the present case, claim 9 is not rendered unpatentable over 
the combination of Sakazaki and Watkinson because the Examiner fails to establish a prima facie 
case of obviousness as discussed below. 

In rejecting claim 9, the Examiner asserts that it would have been obvious to one skilled 
in the art to modify Sakazaki "in order to specify the first recording packet being a stream 
management packet." However, the Examiner provides no motivation for such a modification 
other than to assert that Watkinson discloses that MPEP-2 transport streams include a 
management packet. As discussed above, the mere fact that individual elements were 
individually known in the art is not sufficient to establish a prima facie case of obviousness 
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without some objective reason to combine/modify the cited reference. Therefore, the mere fact 
that it is known to transmit MPEG-2 data streams with a stream management packet as the first 
packet is not sufficient in and of itself to render claim 9 unpatentable. 

Furthermore, Sakazaki discloses that format and structure for storing the data packets on 
a magnetic tape. However, nowhere does Sakazaki disclose or suggest that the recorded data 
stream comply with the MPEG2 standard. Nor does Sakazaki disclose or suggest that a program 
packet containing time management information be recorded after the stream management 



Watkinson discloses, arguendo, an MEPG-2 transport stream includes a stream 
management packet as a first packet, not a recorded data stream as claimed. Accordingly, absent 
some objective reason to modify the teachings of Sakazaki to include the use of stream 
management packet as claimed, the rejection of claim 9 is improper. 



packet. 



VIII. CLAIMS 



A copy of the claims involved in the present appeal is attached hereto as Appendix A. 



Dated: February 26, 2007 



Respectfully submitted, 




"Michael K. Mutter 
Registration No.: 29,680 

BIRCH, STEWART, KOLASCH & BIRCH, LLP 
8110 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 
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APPENDIX A 

Claims Involved in the Appeal of Application Serial No. 09/877,006 

Claim 1. (Canceled) 
Claim 2. (Canceled) 

Claim 3. A program recording/reproducing apparatus, to which streaming signals of 
which a plurality of program signals are time-division-multiplexed based on an MPEG2-TS are 
inputted, for demultiplexing predetermined coded program signals out of the streaming signals 
and recording these program signals, said apparatus comprising: 

an extracting unit that extracts program packets of the predetermined coded program 
signals from the streaming signals; 

a recording unit that records the respective program packets and a discarded packet count 
corresponding to the number of packets discarded between two consecutively recorded program 
packets; 

a reading unit that reads the coded program signals out of said recording unit; and 

a speed converting unit that outputs the coded program signals read out by said reading 

unit after inserting null packets corresponding to the discarded packet count in between the two 

consecutive program packets, 

wherein said recording unit records one control packet structured in the same format as 

the program packet as substituted for discarded packet, thereby recording a discarded packet 

count of the packets discarded between two consecutive program packets. 
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Claim 4. A program recording/reproducing apparatus according to claim 3, further 
comprising: 

a speed detecting unit that detects a speed of the streaming signals based on the number 
of packets contained per unit time when receiving the streaming signals, 

wherein said speed detecting unit outputs the program signals at the speed detected. 

Claim 5. A program recording/reproducing apparatus according to claim 3, further 
comprising: 

a speed detecting unit that detects, during a reproducing process, a speed of the streaming 
signals on the basis of time management information contained in the streaming signals, 

wherein said speed converting unit outputs the coded program signals at the speed 
detected. 

Claim 6. (Canceled) 

Claim 7. A program recording/reproducing apparatus according to claim 3, wherein said 
recording unit records a discarded packet count of the packets discarded between two 
consecutive program packets at every interval therebetween, thereby recording a discarded 
packet count of the packets discarded between two consecutive program packets. 



Claim 8. A program recording/reproducing apparatus, to which streaming signals of 
which a plurality of program signals are time-division-multiplexed based on an MPEG2-TS are 
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inputted, for demultiplexing predetermined coded program signals out of the streaming signals 
and recording these program signals, said apparatus comprising: 

an extracting unit that extracts program packets of the predetermined coded program 
signals from the streaming signals; 

a recording unit that records the respective program packets and a discarded packet count 
corresponding to the number of packets discarded between two consecutively recorded program 
packets; 

a reading unit that reads the coded program signals out of said recording unit; and 
a speed converting unit that outputs the coded program signals read out by said reading 
unit after inserting null packets corresponding to the discarded packet count in between the two 
consecutive program packets, wherein said recording unit records a stream management packet 
as a first recording packet of the predetermined coded program signal. 

Claim 9. A program recording/reproducing apparatus according to claim 8, wherein said 
recording unit records a program packet containing time management information after the 
stream management packet, and subsequently records an intra frame coded program packet. 

Claim 10. A program recording/reproducing apparatus according to claim 3, wherein 
said recording unit records each program packet and the discarded packet count of the packets 
discarded between the two consecutive program packets on a magnetic tape, a magnetic disk, or 
an optical disk. 
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Claim 11. A method of recording and reproducing predetermined program signal packets 
that have been time-division-multiplexed with a plurality of other program signal packets into a 
streaming multiplexed signal, the method comprising: 

extracting the predetermined program signal packets from the streaming signal; 

discarding other program signal packets in the streaming signal; 

recording the extracted predetermined program signal packets and a count of the number 
of discarded packets between each extracted packet on a recording media; 

reading the predetermined program signal packets and the discarded packet count from 
the recording media; 

generating null packets corresponding to the discarded packet count; and 

outputting the predetermined program signal packets after inserting the generated null 
packets corresponding to the discarded packet count between nonconsecutive program signal 
packets, wherein the discarded packet count is recorded in a control packet structured in the same 
format as a program packet. 

Claim 12. (Canceled) 

Claim 13. A method for recording and reproducing predetermined program packets 

according to claim 1 1 , further comprising: 

recording a count of the number of discarded packets between nonconsecutive 
extracted packets at every interval there between. 
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APPENDIX B 

No evidence pursuant to §§ 1.130, 1.131, or 1.132 or entered by or relied upon by the 
examiner is being submitted. 
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APPENDIX C 

No related proceedings are referenced in II. above, hence copies of decisions in related 
proceedings are not provided. 
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